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)SC This application has been examined, Responsive to communication filed on ~ .93 Q , This action Is made final. 



: A shortened statutory period for response to this action Is set to expire. 



.^3 



monthfs), . 



. days from the date of this tetter. 



Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 

/ 

Parti THE FOLLOWING ATTACHMENTS) ARE PART OF TH18 ACTION: V 

1. ^f Notice of References Cited by Examiner, PTO-892. - 2. ^Sf Notice re Patent Drawing, PTO-948. 

3. □ Notice of Art Cited by Applicant, PTO-1449; , 4. * □ Notice of Informal Patent Application, Form PTO^ 152. 

5. □ Information on How to Effect Drawing Changes, PTO-1474. 6, □ • ■ • - : . 



trtll 8UMMARY OF ACTION 

1.^E3C Claims 



;tioh 

44-7/ 



Of the above, claims 



2L 



. are pending In the application. 



2. ^Claims. 
S. □ Claims. 

4. Claims. 

5. .□ Claims. 
□ Claims. 



/-MS 



_ -e*e withdrawn from consideration. 
have been cancelled. - 



. are rejected. - 
. are objected to. 



. are subject to restriction or election requirement. 



7. □ This application has been filed, with Informal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes, 
«. □ Formal drawings are required in response to this Office action. . 
9. □ The corrected or substitute drawings have been received oh. 



Under 37 C.F.R. 1.84 these drawings 



are □ acceptable. □ not acceptable (see explanation or Notice re Patent Drawing, PTO-848). 

v '' ; ■{■*'-' • ' - has (have) been □ • approved by the 



10, □. The proposedaddltlonal or;substltute sheet(8)rof drawings, filed on 

examiner. □ disapproved ^^ ; examiner (see explanation). 

11. □ The proposed drawing correction, fited on L 
Ackr 

□ beenflledrjac 



haa been 0, : ^ 



At; □ Acknowledgment Is made of ^ Q been received S not been received 

^tl — Vfii^ftnfc^ • • • . . .. • - - 

18. □ ■■ Slnceithls application appeared 
accordance with the prectfc^ 

14. □ Other < .■■"'■vir , 'f^ ■ v- 'W ' '^V-V^'-"* , - * 



PTCt-326(Rev.9*9) 



; EXAMINER'S 'MmOfi t 



Serial No. 08/120,628 
Art Unit 2607 



-2- 



1. Restriction to one of the following inventions is required 
under 35 U.S.C. § 121: 

I. Claims 44-70, drawn to an attachment member, classified 
in Class 324, subclass 158F. 

II. Claim 71, drawn to a method of establishing ohmic 
contact, classified in Class 324, subclass 158F. 

2. The inventions are distinct, each from the other because of 
the following reasons: 

3. Inventions I and II are related as product and process of 
use. The inventions can be shown to be distinct if either or 
both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a 
materially different process of using that product (M.P.E.P. 

§ 806.05(h)). In the instant case the apparatus can be used in a 
process that does not use Z-axis material or in a process that 
does use Z-axis material. 

4. Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art because of 
their recognized divergent subject matter and because the search 
required for Group I is not required for Group II restriction for 
examination purposes as indicated is proper. 

5. During a telephone conversation with Mr. Angus Fox on March 
28, 1994 a provisional election was made without traverse to 
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prosecute the invention of Group I, claims 44-70. Affirmation of 
this election must be made by applicant in responding to this 
Office action. Claim 71 has been withdrawn from further 
consideration by the Examiner, 37 C.F.R. § 1.142(b), as being 
drawn to a non-elected invention. 

6. The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The specification is objected to under 35 U.S.C. § 112, 

first paragraph, as the specification, as originally filed, does 

not provide support for the invention as is now claimed. 

It is not clear where in the originally filed specification there 

is basis for the limitations of claims 45-49, 52-56 and 59-69. 

7. Claims 45-49, 52-56 and 59-69 are rejected under 35 U.S.C. 
§ 112, first paragraph, for the reasons set forth in the 
objection to the specification. 

8. Claims 45-70 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. It is not clear what all the claimed 
elements are and it is not clear how they are interconnected and 



Serial No. 08/120,628 -4- 
Art Unit 2607 

interrelated to produce the desired results. In particular 
limitation c of claim 44, limitation d of claim 51 and limitation 
d of claim 58 are not clear. Do the limitations in question^ 
read on any conical probe element wherein one portion of the 
probe element is larger than some other portion of the probe? 
Presumably a conically shaped probe would require very little 
force for penetration by the tip and "significantly" more force 
to provide penetration of the probe to a point halfway up the 
probe tip. It is also unclear what is meant by the above 
referred to limitations in claims 50, 57 and 70. Claims 50, 57 
and 70 relate to a pad conductive in the Z-axis. The referred to 
limitations relate to contacts that make contact with die 
contacts. In the apparatus of claims 50, 57 and 70 the probe 
contacts do not make contact with die contacts. The probe 
contacts make contact with a pad conductive in the Z-axis. 

9. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

10. (b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

11. Claims 44-70 are, insofar as understood, rejected under 35 
U.S.C. § 102(b) as being fully anticipated by any one of Lehman- 
Lamer, Kawade et al., Leedy, Yanagi et al., Littlebury et al. or 
Liu et al. 
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12. The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

13. Claims 50, 57 and 70 are further rejected under 35 U.S.C. 

§ 103 as being unpatentable over any one of Lehman-Lamer, Kawade 
et al., Leedy, Yanagi et al., Littlebury et al. or Liu et al. in 
a first set in view of any one of Aral, Koromegawa et al., Chang 
et al., Yoshida et al. or Svendsen et al. in a second set. The 
first set shows semiconductor probe elements wherein the probe 
elements are of variable cross-section. The second set shows 
electrically conductive Z-axis material to be sandwiched between 
probes and a device under test. It would have been obvious to 
one of ordinary skill in the art at the time the invention was 
made to have adapted the electrically conductive Z-axis material 
of the second set to the apparatus of the first set because one 
skilled in the art would realize that such would enable more 
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accurate testing to be done as suggested by the references of the 
second set. 

14. The citation of material which is incomplete on pages 17 and 
23 of the specification should be completed. 




E. Karlsenrlsd 
March 30, 1994 
703-305-4768 
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